JUI-1Z-04 02:48PM FROfcKLG FAX 



+18479057113 



T-428 P. 01/04 F-905 



RECEIVED 

CENTRAL FAX CENTER 

JUL 1 2 2004 
DRAFT - DO NOT ENTER 



CARDINAL LA W GRO i 



^OFFICIAL 



1603 Orrington Avenue/Suite 2000 
Evanston, Illinois 60201 
Telephone 847-905-7111 
Facsimile 847-905-7113 



Date: 



JULY 12, 2004 



To: 



Fax #: 



EXAMINER P ANN ALA 

U.S. PATENT AND TRADEMARK OFFICE 

(703) 746-7758 



From: 
Phone #: 

Client/Matter No. 



FRANK C. NICHOLAS 
(847) 424-2521 

AUS920010765US1 (9000/75) 



# of Pages: 4 
(including cover sheet) 

IF YOU HAVE AMY PROBLEMS RECEIVING THIS MESSAGE. PLEASE CALL 847/305-71 1 1 , Ext. 112 AND ASK FOR 
JEN NIFER CRUZ . 

THIS MESSAGE IS INTENDED ONLY FOR THE INDIVIDUAL OR ENTITY TO wrtlCri IT IS ADDRESSED. IT MAY CONTAIN 
PRIVILEGED CONFIDENTIAL ATTORNEY WORK PRODUCT. OR TRADE SECRET INFORMATION WHICH IS EXEMPT FROM 
DISCLOSURE UNDER APPLICABLE LAWS. IF YOU ARE NOT THE INTENDED RECIPIENT. OR AN EMPLOYEE OR AGENT 
RESPONSIBLE FOR DELIVERING TnE MESSAGE TO ThE INTENDED REClPENT. YOU ARE HEREBY NOTIFIED TnAT ANY 

Dissemination Distribution, or copying of this message is strictly prohibited, if you have received 

THIS MESSAGE IN ERROR. PLEASE NOTIFY US IMMEDIATELY BY TELEPHONE AND RETURN THE ORIGINAL MESSAGE 
IAND ALL CORES) TO US BY MAIL AT THE ABOVE ADDRESS WILL REIMBURSE YOU FOR POSTAGE. 



PAGE W RCVD AT 7/12/2004 3:47:34 PM [Eastern DayDght Time] « SVR:USPTO-EFXRF-2/2 * DN1S:7467758 * CSIDM-184790571 13 * DURATION (mm-ss):01-22 



JUL-12-04 02 :48PM FROH-CLG FAX +18479057113 T-426 P. 02/04 F-905 



Examiner: PaNNALA, S. R. 
Group An Unit: 2177 



ATTENTION : PLEASE DO NOT ENTER THIS DOCUMENT INTO THE FU-E 
HISTORY OF THE PENDING APPLICATION. 

PATENT 

Case No. AUS920010765US1 

(9000/75) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re patent application of: 

VIKTORS BERSTIS 

Serial No.: 09/997,916 

Filed: NOVEMBER 29, 2001 

Title: FILE MAINTENANCE ON A 
COMPUTER GRID 

AGENDA OF TELEPHONE INTERVIEW FOR JULY 13. 2004 AT 2:00 PM EST 
Dear Sin 

The following is an agenda of the issues the Applicant would lilce addressed on 
the telephone interview scheduled for July 13, 2004 at 2:00 PM EST regarding the First 
Non-Fmal Office Action mailed on April 26, 2004: 

Claims 1-2, 6-7, 9-12, 16-17, and 19-20 were rejected under 35 U.S.C. 103(a) as 
being unpatentable over O'Brien et al. (US Patent 6,35 1,776) in view of Millard (US 
Patent 6,122,738). 

In reference to independent claims 1 and 11, the Applicant respectfully disagrees 
with the assertion that O'Brien teaches the claimed step of "determining a usage profile 
of the member" wherein the client may request an access to the X-drive which is an 
Internet hard drive (Fig. 1, col. 7, lines 5-24). A hard drive request as disclosed by 
O'Brien may lead io a determination that the client computer is actively being used at 
that instant. O'Brien, however, is sdem as to how this request may lead to a 
determination of an overall usage profile. It is simply not possible to determine times of 
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computer inactiviiy using simply The disclosure of O'Brien, which is a necessary 
component for determining a usage profile. The maintenance functions of the present 
invention are performed based on the usage profile. Without knowing when the client 
computer is inactive, many of the maintenance functions may not operate properly and/or 
may conflict with active use of the computer (i.e., an ongoing file archive function may 
deprive vital computer resources from the user while he/she accessed the computer at the 
same time). 

In reference to independent claims 1 and 11, the Applicant respectfully disagrees 
with the assertion that O'Brien teaches the claimed step of "performing a maintenance 
function based on the database" wherein the database is archived in order to access 
alternate database (fig. 2, col. 9, lines 29-33). O'Brien discloses that the database object 
236, which is not a database in and of itself but more like a file, determines the database 
operation to be performed and/or to which database to send operations based on the type 
of request it receives (Fig. 2, col. 9, lines 33-42). The requests originate from a client at 
the command of users (Fig. 1, col. 7, lines 9-11). As such, the maintenance function is 
based on user requests and not on a database itself as is recited in claims I and 11. 

To establish a prima fac ie case of obviousness (1) the prior an references must 
teach or suggest all the claimed limitations; and (2) there must be some suggestion or 
motivation to combine reference teachings— the teaching or suggestion to make the 
claimed combination must both be found in the prior art and not based on the applicant's 
disclosure. The Applicant asserts that O'Brien fails to disclose at least two limitations of 
claims 1 and 1 1. In addition, both the O'Brien and Millard patents fail to disclose, teach, 
or suggest their combination to arrive at the invention as recited in claims 1 and 1 1. 
Thus, a prima facie case of obviousness cannot be established against independent claims 
1 and 1 1 due to a failure to meet the two conditions. Withdrawal of the rejection to 
claims 1 and 1 1 under 35 U.S.C. 103(a) is therefore respectfully requested. 

Claims 2-10 and 1 1-20 depend from independent claims 1 and 1 1, respectively, 
and therefore include each and every limitation of claims 1 and 1 1. Therefore, claims 2- 
10 and 1 1-20 should be allowed for at least the same reasons provided for claims 1 and 
U. Withdrawal of the rejection under 35 U.S.C. 103(a) to claims 2-10 and 11-20 is 
therefore respectfully requested. 
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ApprtKOfa u»*ttl[«>«l> 07/31/2006. OM3 0641-OOJl 
US Pmam 9ff> Tammt Ollto: U.3. DEPARTMENT OP CTOWgTO 



Applicant Initiated Interview Request Form 



Application No.£> ?/ Wtfilb First Named Applicant: VyKf-ors €>e.CJSf-i _s 
Examiner: Ai^m/ito S. rt. Art Unit ^>7?" Siatus of Application: J S f g A 



Tentatjye Fnrtiripants; 



(2L 



OX. 



Proposed Date of interview: ^) Proposed Time; 2_!0©_ (AM4£m$) 

Type of interview Requested: 

(1) p{ Telephonic (2) { J Personal (3) [ ] Video Conference 

Exhibit To Be Shown or Demonstrated: [ ] YES 04 NO 

If yes, provide brief description: _ — r- 



Issues To Be Discussed 



Issues 

(Rej.,Obj.,ete) 


Claim*/ 
FSg.#s 

1 "Ml- 


prior Diaewased 


Agreed 

u 


Not Agreed 
[ 1 






r i 


[ ] 


[ 1 






[ ] 


[ ] 


( 1 


(4) 




I 3 


[ ] 


[ J 



[ ] Continuation Sheet Attached 

Brief Description of Arguments to be Presented: . . . . , ^ , -Aoa 

C ioi^ I F ^ -ptj g>*fir.>« <*^ MiU^ -fit. I ± &. 



Aniiit^rvww%8« condnctetl on the above-identified application on r 

TwJlonn shouM be completed by applicant and wrtwnitted to the ewmtoer in advance oft* interview (see MPFP 

Tn?eppBen<ton tBootta d«layed from Oeeanae of app»W» fcihue w suban * wriBenwsMd * «*» 
toS^^erefore, applicaa^dvbed » file * state*,*™ of fee substance of tb» wtervrtw 07 CFR 1.133<t»> 
MMen^ooeii 




aDDRSSS- SEW ^■^^^^^^^^^^^^^tfy^^^^^^Zu l-S(KhPTO-9199 find select upturn 3. 
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